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To:  Hoefflin, Richard M. (tharper@hoefflinlaw.com)
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 77/632406

MARK: BARACK'S JOCKS DRESS TO THE

LEFT *77632406*




CORRESPONDENT ADDRESS:
TAMARA L. HARPER
HOEFFLIN & ASSOCIATES, ALC

2659 TOWNSGATE ROAD SUITE 232 GENERAL TRADEMARK INFORMATION;:
WESTLAKE VILLAGE, CA 91361-2756 http://www.uspto.gov/main/trademarks.htm

APPLICANT: Hoefflin, Richard M.

CORRESPONDENT’S REFERENCE/DOCKET
NO:
9800-2
CORRESPONDENT E-MAIL ADDRESS:
tharper@hoefflinlaw.com

REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE: 5/6/2010

Applicant is requesting reconsideration of a final refusal issued/mailed 8/28/09. After careful
consideration of the law and facts of the case, the examining attorney must deny the request for
reconsideration and adhere to the final action as written since no new facts or reasons have been presented
that are significant and compelling with regard to the point at issue.

Accordingly, applicant’s request for reconsideration is denied. The applicant has already filed a timely
notice of appeal, therefore the application will be forwarded to the Trademark Trial and Appeal Board
(TTAB) for resumption of the appeal.

The applicant contends the examples cited and previously attached in the office action from Googleg, are

not relevant to the goods identified in the present application and asserts that “such material cannot be
used as evidence to refuse registration of Applicant’s proposed mark with respect to the goods identified”.
The examining attorney must respectfully disagree.

The previously attached samplings of websites were to evidence that Mr. Obama is so well known and has
generated such attention that a large number of entrepreneurs have placed Mr. Obama’s name on various
products, from t-shirts to ice cream to vegetables. Furthermore as seen from the previously attached
sampling of websites, as well as currently attached websites, there are numerous products utilizing his
name, including applicant’s identified goods of boxer briefs, briefs, pajama bottoms, pajamas, and
sleepwear. In light of all of this attention, a name has been given to all of the words manufactured from
Barack Obama’s name: obamifications. See attached evidence.

The applicant again contends that ‘President Obama is known as a law professor, a lawyer, a politician,
and now President. President Obama is not known or associated with the garment or apparel industry and
does not endorse nor is a spokesperson for pajamas.” The applicant is apparently focusing on the second
prong of the factors to be considered in determining whether a particular living individual bearing the
“name” would be associated with the mark as being used on the goods. As previously stated the factors to
be considered are:

Y S S B Y T T T . -2 W N e - |




It b

1) if the person is so well known that the public would reasonably assume the connection, or
2) ifthe individual is publicly connected with the business in which the mark is being used.
Martin v. Carter Hawley Hale Stores, Inc., 206 USPQ 931, 933 (TTAB 1979).

The applicant continues to focus on the second factor of whether President Obama is publicly connected
with the garment or apparel industry. As previously stated, the examining attorney submits this is not the
proper factor to be considered in the present case. Rather it is the first stated factor, not the second factor,
that is to be considered in the instant case. Thus the proper question to consider is whether Mr. Obama is
so well known that the public would reasonably assume the connection with the mark. The evidence
previously attached to the office actions clearly evidences that Mr. Obama is well known by the public and
so well known that the public would reasonably assume the connection with the name OBAMA in the
applicant’s proposed mark. Therefore the examining attorney does not have to evidence that Mr. Obama
is publicly connected with the apparel or garment industry.

This is clearly supported by previous case law. Other well known individuals and political figures’
names were found to fall under the protection of Section 2(c) without having to evidence the individual
was publicly connected with the business in which the mark is being used. See In re Masucci, 179 USPQ
829 (TTAB 1973) (wherein the refusal to register the mark EISENHOWER for greeting cards was upheld
on the ground that the mark sought to be registered consists of or comprises the name, signature, or
portrait of a deceased President of the United States during the life of his widow without written consent
of the widow); In re Steak and Ale Restaurants of America, Inc., 185 USPQ 447 (TTAB 1975) (the refusal
to register the mark PRINCE CHARLES for fresh or cooked meat was affirmed on the ground the name
PRINCE CHARLES was found to identify a particular living individual whose consent was not of record.)
Furthermore in In re Sauer, 27 USPQ2d 1073 (TTAB 1993). the Trademark Trial and Appeal Board
found the name BO to be the recognized nickname of Bo Jackson (a star in both professional football and
baseball), and that he was so well known by the public in general that use of the name BO in connection
with a sports ball would lead to the assumption that he was in some way associated with the goods. If a
football/baseball player was so well known by the public in general that use of his name in connection
with the identified goods would lead to the assumption that he was connected with the goods, the
examining attorney submits that the President of the United States of America would also be so well
known by the public in general that the public would reasonably assume the connection.
The applicant also states “[t]here are numerous USPTO trademark registrations the [sic] comprise of a
portion of past United States President’s names in which no consent was required nor Section 2(c)
refusal.” Further the applicant contends that the “USPTO has been selectively inconsistent in its Section
2(c) refusal to Applicant’s trademark application.” First, the examining attorney assures the applicarit that
the Section 2(c) refusal issued in the present case was not a result of “selective inconsistency”. Second, the
applicant merely attached a listing of applications and registrations. Merely listing applications and
registrations does not make them of record. In re Shapely, Inc., 231 USPQ 72, 75 (TTAB 1986). In
addition, such registrations, even when made of record, do not control on the issue of consent, as neither
the Trademark Examining Operation nor the Trademark Trial and Appeal Board are bound by past
decisions of the Trademark Examining Operation. /d. Thirdly it must be remembered that, and as
previously stated, the question of registrability must be decided on the basis of the factual situation as of
the time registration is sought. See Remington Products Inc. v. North American Philips Corp., 892 F.2d
1576, 13 USPQ2d 1444 (Fed Cir. 1990).

President Barack Obama’s name is more unusual and distinctive than that of the previous Presidents
enumerated by the applicant. As seen from the attached excerpts from the Social Security Office’s
popular name website as well as from the Baby Name Wizard website, the names Richard, James, Ronald,




William and George are ranked and popular names; whereas the name Barack is not listed or ranked in the
top 1000 names for any year.

Lastly the application cannot be viewed in a vacuum. The applicant filed the application on December 12,
2008. Barack Obama was elected President of the United States on November 4, 2008 and was sworn in

as the 44" President of the United States on January 20, 2009. As the applicant itself has shown with its
other pending applications, Serial No. 77632391 for the mark “OBAMA BAHAMA PAJAMAS” and
Serial No. 77632400 for the mark “OBAMA PAJAMA?”, the applicant is aware of the commercial value of
using the name of President Obama and it is presumed that the reference to the President in this mark will
be unequivocally seen as an exclusive reference to the current President of the United States. It can nat be
convincingly argued that use of the name BARACK in the proposed mark BARACK’S JOCKS DRESS
TO THE LEFT is a total coincidence.

As stated above, applicant’s request for reconsideration is denied. The applicant has already filed a timely
notice of appeal, therefore the application will be forwarded to the Trademark Trial and Appeal Board
(TTAB) for resumption of the appeal.

/Karen K. Bush/

Trademark Examining Attorney
Law Office 105

571-272-9136
Karen.Bush@uspto.gov

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http:/tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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The Obamafication of Obamamania
A 50-foot wall of media breaks over Exrope.

By Denus Boyles

|l'l only Wednesday i Ewope, but t's already dificult fo put mto perspective the cultural
anchors, fresh from the Middie East

s huge Think of Walt Disney amving in Berkn, with mouse, duck, aad dog The excrterent has
been bulding for weeks shead of the Berhn appantion The entire contment is ga-ga for Obama, but
nobody loves hin more than the press, Buro- and otherwase, mchiding the wires, who seem to be
wrtng for each other.
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“Europe is about to gve Barack Obama one of the grandest of stages for statesmanstup.” the
Associated Press reponed in a dispatch headined “Obamamania in full fight ahead of tows of
Europe " Here's a quote ot length, since st prenty well says what mos! of the media here are sayng.

[ this cily where John F. Kennuedy, Ranald Reagan and Bilt Cimtan alt made famous
spouches, Obuma will find himeeH stepping into pethaps another iconic mament Thusday
a¢ his supersiar charisma mawts German adoration kva in shadows of the Reichstag and
tha Brandenburg Gate. He then travals to Paris and London whaie he car expect to be
greetad with simiar adulation

I's not only Obama's youth. wioguence ang anergy thaj have sinien haarts acioss the
Aantic. For Europeans, thera have abways bean two Amencas: one of cyniciam, big
birsinass and bullying aggression, anather of fraedorn, faitess and nothing-is-imposaible

dynamism
1 Prosident Bush has besn sean as the embodiment of that frst Amencs, Obama has
rased sxpectations of a chance for the nation 1o r m itsef n (he role that — af vanous
13 Lhrough history — Europe has loved raspecied and rebed upon.
There are some variations Agence Brance-Presse, for example, saw i a birde differently Ther
piece was headined “Obamania gnps Ewope ahead of wistt by ‘John Kennedy of our time ' So we

see the AP has a “full fight”™ angle on Obamamania, versus AFP’s grp take
But AFF comes up with more

Qbamand 18 all 1he rage ahesd of {ihis] waek's wist fo Bedin, Pans and Lonton by & man

descubed in newspapers as a “Jobn Kennedy of gur ime” and Europe's champron in the

race for the While House
The excellent seporting that uncovered a newspaper making a John Kennedy ceference jusndies the
headline. smce JFK, of cowrse, 1 a media saint. Thy makes Obama., as the JEK of our tame, a laster-
day sau, which, for Ewropeans, 15 probably betier than being a Muskm.

Meanwhils [adds AFP|, in France, books about Obama sell fiks hot cakes
Les cakes hot. There's something new on the menu. Meanwhile, in a land where gooey cakes are
actwally served hot, the Independent covers Obama the way Man s Health covers workou
programs

Barack Obama for beginners

The mast honised US poiitician since JFK wisds Eutope next week. Mass outbraaks of

Obama-mania are expecied. Are you propared?
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NEW STUFF

FUNNY T-SHIRTS
CINCINNATI T-SHIRTS
SPORTS T-SHIRTS
BASEBALL SHIRTS
GOLF T-SHIRTS

BABY SECTION
COMEDIANS

ADULT FOOTED PAJAMAS
BANDS

PETS
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| I o

Lo ety Mot

Order by Phone
(859)291-9327
Our Retalil Shop:

633 6th Ave,
Dayton, KY 41074

o GIFT oo
,OFBHF!OATES
MAKE MONEY
MYSPACE

FACEBOOK
PARK+VINE
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You may have seen Obama Tshits, Obarna Hats buttons,
aven Obama Piates.. BUT NOWHERE. CAN YOU FIND
OFFICIAL BARACK OBAMA PAJAMAS KEEF WARM AND
SLEEP TIGHT {N THIS MEW AMERICA

Fatarma Faries, Pajama Jarmmy jarmms, or igst hanging out
around the house Our Fostie Paiamas bung tack the
Sreddnood memores with: an acult B3ver Thess Hianous
PJ'2 oo rin 3 b big. but are made of 100% cotton, and will
Shrink whern bavhle gued Snag @ pet o Agult inted
Pajamac teiay!

Nate. ALl Aguit Paiamas are made t; nider There may
take up t0 ten business nays to get thern (usually

much faster than that, Lt stock witl run jow areund e
hahdays: Be sureto chack outthe Size Chart page as there
are NO RETURNS ¢n pajarmas ~

Thig procrict is currently: m-Stoch

Price:

$39.99

Style:
I Light Gray 'I
] Large hd I

Quantity:

[

Would you like this design printed on
a garment that isn’t listed here?
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Socidl.\.'(-rmi(_, Cmbine l)()pl‘llar l)’al‘)} Na mcs

Fopular B2ty Names 7 Popularity of a Name
“ MY May 6, 2010
Background information Popularity of the male name William
Year of birth ' Rank
Select another name? 2008 8
o o :
2005 1
2004 8
2003 11
2002 11
2001 10
2000 11
1999 14
Note: Rank 1 is the most popular, rank 2 is the next most popular, and so forth. Name data are
from Socis! Security card applications for births that occurred in the United States
Prrvacy Policy | ebste Pokcies & Gaher important information | St¢ Map




Social Secu s Conline
Bopular Baby Names

Select another name?

|Barack

Sex associated with name

© Male ¢ Female "Gﬁl

Popular Baby Namcs
% Popularity of a Name
S May 6, 2010

Barack is not in the top 1000 names for any year of birth in the last 10 years.
Please enter another name.

Privacy Folcy | Wahsfte Poicies § Other Inportart ormation | Ste Map




Social Security Canline POPU]'(]I' 1}317.\' ‘\Iames

ke
7,

Popylar Baby Names

7. Popularity of a Name
.5 May 6, 2010

informati Popularity of the male name George
Yearofbith : Rank
Select another name? 2008 153
2007 147
[George Go 2006 152
2005 ' 139
2004 146
2003 138
2002 . 131
2001 o 129
2000 , . 130
1999 123

?Nole:' Rank 1 is the f;\ost pdpular, rank 2 |sthe next most pnpular,“ahd s0 forth. Name data are
:from Social Security card applications for births that occurred in the United States.

Prrvagy Policy | Y¥ebsite Polcies & Other Important information | 3¢ tap

L e st oy




Soctal Secuit. ¢l

Backaround information
Select another name?

Similar male names for births in
2008

17

James : ;

Jameson . 382
Jamison k ; 526
Jase L 643
Jason i 60

Popular Baby Names

Popularity of a Name
< May 6, 2010
Popularity of the male name James
anofblt'th LA T Rank
2008 17
2007 15
2006 16
2005 17
2004 17
2003 18
2002 18
2001 19
2000 18
1999 19

Note: Rank 1 is the most popular, rank 2 is the next most popular, and so forth. Name data are
from Social Security card applications for births that occurred in the United States.

Privacy Poicy |U¥ebske Poicies & Clher moortant nformetior: | Sie g




Soctal Sectpt - ombne

Popular Baby Names

Eopujar Baby Names RS i
W Popularity of a Name
M. May 6, 2010
Background information Popularity of the male name Richard
CYesrdfbith T Y Rank
Select another name? 2008 107
2007 100
lRicherd Go I 2006 99
2005 94
Similar male names for births in 2004 92
2008 2003 86
“Ngme - Rank 2002 77
Ricardo 149 2001 73
Richard 107 2000 65
1999 61
Note: Rank 1 1s the most popular, rank 2 is the next most popular, and so forth. Name data are
from Social Security card applications for births that occurred in the United States.
Privacy PRicy |Yyebste Fokcies & GAher inportant nformation | 342 Mop
. o MA._.J.L.&.g,» R P PSR



Select another name?

‘Ronald _Gg_l

Similar male names for births in
2008

)Don

Reynaldo
Roland 15T
Rolando 604
Romeld 308
Ryland 608

Popular Baby Names
%\ Popularity of a Name

e

£ May 6, 2010
Popularity of the male name Ronald
Yearofbirth e
2008
2007
2006
2005
2004
2003
2002
2001
2000
1999

Rank
308
293
249
255
232
237
227
212
203
186

ane:’ Rank 1’|s the \m.o/sl po.;’)ular. rénk 2is tﬁe next mdst popular, and so forth. Name data are

from Social Security card applications for births that occurred in the United States.

Privagy fokey. | Website Polcies & Other impoitard intormation | S Map
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To: Hoefflin, Richard M. (tharper@hoefflinlaw.com) |

Subject: U.S. TRADEMARK APPLICATION NO. 77632406 - BARACK'S JOCKS
DRESS TO THE LEFT - 9800-2 \

Sent:  5/6/20109:18:49 AM

!
SentAs:  ECOMI0S@USPTO.GOV
Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 77632406) has been reviewed. The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”)has written a letter (an “Office action”) on 5/6/2010 to which you must
respond (unless the Office letter specifically states that no response is required).
Please follow these steps:

1. Read the Office letter by clicking on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y &serial number=77632406&doc type=REC&1

OR go to http://tmportal.uspto.gov/external/portal/tow and enter your serial number to access the
Office letter. If you have difficulty accessing the Office letter, contact TDR@uspto.goy.

PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification.

2. Contact the examining attorney who reviewed your application if you have any questions about the
content of the Office letter (contact information appears at the end thereof).

3. Respond within 6 months, calculated from 5/6/2010 (or sooner if specified in the Office letter), using
the Trademark Electronic Application System (TEAS) Response to Office Action form. If you have

difficulty using TEAS, contact TEAS@uspto.gov.

ALERT:

Failure to file any required response by the applicable deadline will result in the ABANDONMENT
(loss) of your application.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.







